RECEIVED 

CENTRAL FAX CENTER 



SEP-21-05 -WED 09:55 AH 


FAX NO. 


P. 01 

SEP 2 1 2005 


CERTIFICATE OF TRANSMISSION BY FACSIMILE (37 CFR 1.8) 

Appltcant(s): Dorccn L. GaUi 


Docket No. 
RSW920010033US1 


Application No, 
09/870,223 


Filing Date 
5/30/2001 


Examiner 
Kang, Insum 


Group Art Unit 
2193 



invention: M KTHOD AND APPARATUS FOR TAILORING VOICE PROMPTS OF AN INTERACTIVE 



VOICE RESPONSE SYSTEM 



, hereby certify lhat this Mtffi* P^.I^^^i^:. 

(Identify type ofcorrespwdtttcc) 

is being facsimile transmitted to the United States Patent and Trademark Office (Fax. No. 571-273-8300 



on 9/21/2005 




No!*; Fach paper must have Its own certificate of mailing. 



pia/ru=V02 

PAGE 1/28 ' RCVD AT 9/2112005 10:30:38 AM {Eastern Daylight Tone] ' SVR:USPTO-EFXRf -6125 * DNIS:2738300 ' CSID: ' DURATION (rnnvss):06-18 



SEP-21-05 WED 09:55 AM 



FAX NO. 



RECEIVED 

CENTRAL FAX CENTER 

SEP 2 1 2005 



P. 02 



TRANSMITTAL OF APPEAL BRIEF (Large Entity) 



Docket No, 
RSW920010033US1 



In Re Application Of: Dorecn L. Galli 



Application No. 
09/870,223 



Filing Date 
5/30/01 



Examiner 



Customer No. 


Group Art Unit 


30449 


2193 



Confirmation No. 



Invention 



: MEltlOD AND APPARATUS FOR TAILORING VOICE PROMPTS OF AN INTERACTIVE VOICE 



RESPONSE SYSTEM 



COMMISSIONS FOR PATENTS: 

Transmuted herewith i«Mplfc»to is the Appeal Brief in this application, with respect to the Notice of Appeal filed on 

7/21/2005 

The fee for filing this Appeal Brief is: $500,00 
P A check in the amount of the fee is enclosed, 

fej The Director has already been authorized to charge fees in this application to a Deposit Account 

a The Director is hereby authorized to charge any fees which may be required, or credit any 
overpayment to Deposit Account No. 09-0457(IBM) 

Q Payment by credit card. Form PTO-2038 is attached. 

WARNING: Information on this form may become public. Credit card information should not bo 
included on this form. Provide credit card Information and authorization on PTO-2038. 



(/ Signature 



Dated: 9/21/2005 



Jack P. Friedman 
Reg, No. 44,688 
Schmeiscr, Olscii & Watts 
3Uar Jctl.imc, Suite 201 
LaHiam,NY 12110 
(51S) 220-1850 



cc: 



l hereby certify that this correspondences is being 
deposited with the United States Postal Service with 
sufficient postage as first class mail In an envelope 
addressed to "Commissioner Tor Patents, P.O. Box 1450,|| 
Alexandria, VA 22313-1450" 137 CFft 1.8(a)] on 



(Data) 



Signature of Person Mailing Correspondence 



Typed or Printed Name of Person Mailing Correspondence 



PAGE 2/28 * RCVD AT 9/21/2005 10:30:38 AM [Eastern Daylight Time] * SVR:USPTO-EFXRF-6/25 ■ DNIS:2738300 8 CSID: 1 DURATION (mm-ss]:06-18 



SEP-21-05 WED 09:56 AM FAX NO. P. 03 

RECEIVED 

CENTRAL FAX CENTER 

SEP 2 1 2005 

DOCKET NO. RSW920010033US1 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
Applicant: DoreonL. GalH Examiner: Kang, Insun 

Serial No.: 09/870.223 Art Unit: 21 93 

Filed: 05/30/2001 

For: METHOD AND APPARATUS FOR TAILORING VOICE PROMPTS OF AN 
INTERACTIVE VOICE RESPONSE SYSTEM 
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BRIEF OF APPELLANT 

This Appeal Brief, pursuant to the Notice of Appeal filed July 21, 2005, is an appeal 
from the rejection of the Examiner in the Office Action dated March 25, 2005. 

REAL PARTY IN INTEREST 

International Business Machines, Inc. is the real party in interest. 

RELATED APPEALS AND INTERFERENCES 

None. 

STATUS OF CLAIMS 
Claims 1-16 are rejected. This Appeal Brief is in support of an appeal from the rejection 
of claims 1-16. 
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STATUS OF AMENDMENTS 
There arc no After-Final Amendments which have not been entered. 

SUMMARY OF CLAIMED SUBJECT MATTER 

The present invention provides an interactive voice response system comprising: an 
application piofiram that provides call flow instructions, wherein a call How instruction that 
invokes a voice prompt provides a variable that can be read from outside compiled code of the 
application program; a programmable processor that executes the call How instructions of the 
application program; a database that contains a plurality of pre-recorded voice prompts; and an 
assignment table that assigns a value to the variable to provide an entry point to the database. 
Sec speci fication, page 6, lines 1-17. 

The present invention provides method for selecting a voice prompt of an interactive 
voice response system that operates according to the compiled code of an application program 
that provides call flow instructions for the interactive voice response system, a variable 
associated with the voice prompt by the application program is provided. A value is assigned to 
the variable by accessing an assignment table that is held outside the compiled code of the 
application program. A database record is read, wherein the database record includes a digitally 
encoded voice prompt, wherein the database record is identified by the value assignee! to the 
variable. Sec specification, page 6, line 18 - page 7, line 6. 

00/870,223 
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The database may include a first voice prompt in a first language and a second voice 
prompt in a second language, wherein the first language and the second language arc different. 
Sec specification, page 7, line 20 - page 8, line 4. 

The database may include a first voice prompt spoken by a first speaker and a second 
voice prompt spoken by a second speaker, wherein the first speaker and the second speaker are 
different (e.g., the first voice prompt spoken by a male speaker and the second voice prompt 
spoken by a female speaker, the first voice prompt having a first level of formality and the 
second voice prompt having a second level of formality such that the first level of formality and 
the second level of formality are different). Sec specification, page 7, lines 14-1 9. 

The database may incl udc a voice prompt that includes music and/or and audio tone. Sec 

specification, page 7, lines 9-13. 

The database may include a first voice prompt and a second voice prompt spoken by the 
same speaker, wherein the first voice prompt and the second voice prompt convey the same 
meaning, and wherein the first voice prompt and the second voice prompt differ in wording. Sec 
specification, page 7, line 20 - page 8, line 4. 

GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

1 . Claims 1-2 and 9-10 stand rejected under 35 U.S.C. § 102(b) as allegedly being anticipated by 
Osder et ah (US Talent 5,493,606). 

2. Claims 3-8 and 11-16 stand rejected under 35 U.S.C. §1 03(a) as allegedly being unpatentable 
09/870,223 
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ARGUMENT 

ranny flp OF REJECTIO N t 

Claims 1-2 and 940 stand rejected under 35 U.S.C. §102(b) as allegedly being 
anticipated by Osdcr el a!. (US Patent 5,493,606). 

Appellant respectfully contends that Osder docs not anticipate claim 1, because Osder 
docs not leach each and every feature of claim 1 . 

C laims 1 -2 

Appellant contends that Osder docs not teach the following feature of claim 1 : "an 
application program that provides call flow instructions, wherein a call flow instruction that 
invokes a voice prompt provides a variable that can be read from outside compiled code of the 
application program; ... ; a database that contains a plurality of pre-recorded voice prompts; and 
an assignment table that assigns a value to the variable to provide an entry point to the database. 

Osder, col. 1, lines 48-57 defines and illustrates a "prompt" as follows: "A prompt is 
composed of and defined by a sequence of static and dynamic elements. A static clement denotes 
a fixed phrase, whereas a dynamic dement provides a location in the prompt for variable data to 
be provided by the Network Application at run time. l?or example, in the prompt "you have 
<number> new messages", the phrases "you have" and "new messages" are static elements 
whereas <number> is a dynamic element to be provided by the Network Application in 
accordance with the conditions at run time. " 

Osder (col. 6, line 61 - col. 7, line 3) in relation to FIG. 3 explains as follows how a 

09/870,223 
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prompt is generated in order to be played by a Network Application: "When the Network 
Application desires to play prompt P 1000 in American English, the Network Application issues 
an ESP or EMSP command identifying SPIN application UV10AE and prompt P1000 and 
providing the run time dynamic data for the <DYN3> and <DYNI> dynamic elements. The 
cardinal number dynamic element is expanded utilizing the MDDP DYN3 procedure together 
with the Dynamic Element Table 5. The date and time dynamic clement is expanded utilizing 
the MDDP DYN I procedure together with the Dynamic Element Tabic 5" (emphasis added). 

Further, Osdcr (col. 6, lines 54-60) explains the role of Table 3 in FIG. 3 and the 
relationship of Tunic 3 to Table 5: "An American English Prompt Set 2 lists the prompts of the 
American English SPIN application UV1 0AE. A Prompt Definition Table 3 illustrates the 
definition or mapping for the prompt PIO0O which has two dynamic elements <DYN3> and 
<DYNI>. The SPIN application UV10AE utilizes American English MDDP 4 together with 
American English Dynamic Element Table 5 in the expansion of the dynamic data" (emphasis 
added). 

For the sake of argument, assume that Tables 3 and 5 of FIG. 3 of Osdcr is the "database" 
of claim 1. The prompt identifier P1000 is provided in the call flow instruction of the Network 
Application that invokes the voice prompt associated with P 1 000. Note item FIG. 3 that P 1 000 
points to Table 3. Tabic 3 contains the static elements ('YOU HAVE' and 'NEW MESSAGES. 
FIRST MESSAGE SENT ') of the prompt. Tabic 3 also identifies MDDP procedures DYN3 
and DYN4 which need to be executed to "expand" the cardinal number dynamic dements 
<D YN3> and <DYN5>, respectively, of the prompt. Tabic 5 is a tabic that stores the data from 
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which flio cardinal number dynamic elements <DYN3> and <DYN5> may be expanded. 

Therefore, Osdcr does not leach "a database that contains a plurality of pre-recorded 
voice prompts", since Tables 3 and 5 do not contain the prompt associated with PlOOO. It is only 
at run time when MDDP procedures DYN3 and DYN4 arc executed to "expand" the cardinal 
number dynamic elements <DYN3> and <DYN5>, respectively, of the prompt (including use of 
Table 5) to generate the prompt in accordance with the prescription of Table 3. Furthermore, 
Osdcr does not teach that the run-time generated prompt pertaining to P1000 is stored in a 
database, as required by claim I . Osdcr teaches only that the generated prompt is "played". 

In addition, Osder does not teach "an assignment table that assigns a value to the variable 
to provide an entry point to the database". If PI 000 is the "variable" then its value is cither the 
the prompt itself or a pointer to Table 3. If the value of P1000 is the prompt itself, then 
Appellant argues that Osder does not disclose a table that assigns the prompt itself to P1000 (as 
required by claim 1), but instead teaches flint the value of P1000 is the generated prompt 
resulting from execution of MDDP procedures DYN3 and DYN4. If the value of PI 000 is a 
pointer to Table 3, then Appellant argues that Osder docs not disclose a table that assigns (to 
P 1000) a pointer to Table 3, as required by claim 1 . 

Based on the preceding arguments, Appellant respectfully maintains that Osder docs not 
anticipate claim 1 , and that claim 1 is in condition for allowance. Since claim 2 depends from 
claim 1, Appellant contends that claim 2 is likewise in condition for allowance. 
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Claims 9-l_0 

With respect to claim 9. the Examiner states: "Per claim 9, il is the method version of 
claim 1, respectively, and is rejected for the same reasons set forth in connection with the 

rejection of claim 1 above." 

In response, Appellant traverses the rejection of claim 9 based on Appellant's arguments 
presented supra m conjunction with claim 1 in relation to the rejection under 35 U.S.C. §l02(b). 

In addition, Appellant contends that Osdcr does not teach the following feature of claim 
9; "reading a database record that includes a digitally encoded voice prompt, wherein the 
database record is identified by the value assigned to the variable". 

First, Appellant's discussion supra of claim 1 explained how the static elements of P100O 
iire contained in Table 3 and data relating to the dynamic elements arc stored in Tabic 5 of FIG. 3 
of Osdcr. However, claim 9 requires that the prompt (which includes both the static and dynamic 
records) be included in "« database record" ( i.e., in one database record), which is logically 
impossible in Osder since Osdcr teaches the static elements and the dynamic element data arc 
stored in different tables (Le., in Tables 3 and 5, respectively). 

Second, Osdcr docs not teach "wherein the database record is identified by the value 
assigned to the variable", because if the value of the variable PI 000 is the prompt itself men 
Applicant argues that the prompt itself does not identify a database record. 

Based on the preceding arguments, Appellant respectfully maintains that Osdcr does not 
09/870,223 
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anticipate claim 9, and that claim 9 is in condition for allowance. Since claim 10 depends 1 
claim 9, Appellant contends that claim 10 is likewise in condition for allowance. 
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Claims 3-8 and 1 1-16 stand rejected under35 U.S.C. §l03(a) as allegedly being 
unpatentable over Osder ct al (US Patent 5,493,606). 

Since claims 3-8 depend from claim 1, which Appellant have argued supra to be 
patentable under 35 U.S.C §1 02 over Osder, Appellant maintains that claims 3-8 are not 
unpatentable under 35 U.S.C. § 103(a) over Osder. 

Since claims 11-16 depend from claim 9, which Appellant has argued supra to be 
patenlablc under 35 U.S.C. §102 over Osder, Appellant maintains that claims 11-16 arc not 
unpalentable under 35 U.S.C. §l03(a) over Osder. 

In addition with respect to claims 3-8 and 1 1-16, Appellant respectfully contends that the 
Examiner's argument for modifying Osder by features specific to claims 3-8 and 11-16 is not 
persuasive. 

Claim s 3 and _il 

Appellant asserts that Osder docs not teach or suggest the following feature of claims 3 
and 11:"". 

The Examiner argues: "Per claim 3: ... Osder does not explicitly teach that the 
database includes a first voice prompt spoken by a first speaker and a second voice prompt 
spoken by a second speaker, wherein the first speaker and the second speaker are different. 

09/870,223 
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However, it would have been obvious for one having ordinary skill in the art of computer 
software development and configuration to include different voice prompts spoken by different 
speakers as callers may have different preferences and purposes. The modification would be 
obvious because one having ordinary skill in the art would be motivated to provide callers 
various voice prompt options for different purposes" (emphasis added). 

In response, Appellant rspcctfulty contends that the Examiner has not supplied a legally 
persuasive argument as to why a person or ordinary skill in the art would modify Osdcr in 
relation to claims 3 and 1 1 . In particular, established case law requires that die prior art must 
contain some suggestion or incentive that would have motivated a person of ordinary skill in the 
art to modi fy a reference or to combine references. See Karsten Mfg. Corp. V. Cleveland Gulf 
Co., 242 R3d 1376, 58 U.S.l'.Q.2d 1286, 1293 (Fed. Cir. 2001 ("In holding an invention obvious 
in view of a combination of references, there must be some suggestion, motivation, or teaching 
in the prior art that would have led a person of ordinary skill in the art to select the references 
and combine them in a way that would produce the claimed invention"). Sec also In re Gordon, 
733 F.2d900,902,22l U.S.P.Q. 1125, 1 1 27 (Fed. Cir. 1984 ("The mere fad that the prior art 
could be so modified would not have made the motivation obvious unless the prior art 
suggested the desirability of the modification."). The Examiner has not made any showing or 
where the prior art suggests the modilications of Osdcr alleged by the Examiner to be obvious. 
Thus, the Examiner has provided a reason for the modification of Osdcr by speculation, and not 

by teachi ngs of the prior art. 

By not citing any suggestion or incentive in the prior art for the modifications of Osder 

09/870,223 

11 



PAGE 13/28' RCVD AT 9/21/2005 10:30:38 AM [Eastern Daylight Time] « SVMSPTMFXRF-6125 * DffiS:2738300' CSID: ' DURATION (mm-ss):05-18 



SEP-21-05 WED 09:58 AM FAX NO. P. 

alleged by the Examiner to be obvious, the Examiner has failed to establish a prima facie case of 
obviousness in relation to claims 3 and 11. 

Clai m s 4 and .1 2 

Appellant asserts that Osdcr docs not teach or suggest die following feature of claims 4 
and 12: "wherein the database includes a first voice prompt spoken by a first speaker and a 
second voice prompt spoken by a second speaker, wherein the first speaker and the second 
speaker arc different". 

The Examiner argues: 'Ter claim 4: ... Osdcr docs not explicitly teach that the 
database includes a first voice prompt spoken by a male speaker and a seconrt voice 
prompt spoken by a female speaker. However, it would have been obvious for one having 
ordinaiy skill in the art of computer software development and configuration to include different 
voice prompts spoken by male and female speakers as callers may have different preferences and 
purposes. The modification would be obvious because one having ordinary skill in Ihe art would 
be motivated to provide callers various voice prompt options for different preferences." 
(emphasis added). 

In response. Appellant rspectfully contends that the Examiner has not supplied a legally 
persuasive argument as to why a person of ordinary skill in the art would modify Osdcr in 
relation to claims 3 and 1 1. In particular, established case law requires that the prior art must 
contain some suggestion or incentive that would have motivated a person of ordinary skill in the 
art to modify a reference or to combine references. See Karsteu Mfg. Coip. V. Cleveland Gulf 

09/870,223 
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Co., 242 F.3<] 1376, 58 U.S.P.Q.2d 1286, 1293 (Fed. Cir. 2001 ("In holding an invention obvious 
iu view of a combination of references, there must be some suggestion, motivation, or teaching 
m the prior art that would have led a person of ordinary skill in the art lo select the references 
and combine them in a way that would produce the claimed invention"). See also In rc Gordon, 
733 R2d 900, 902, 221 U.S.P.Q. 1 125, 1 127 (Fed. Cir. 1 984 ('The mere fact that the prior art 
could be so modified would not havo made the motivation obvious unless the prior art 
suggested the desirability of the modification."). The Examiner has not made any showing of 
where the prior art suggests the modifications of Osdcr alleged by the Examiner to be obvious. 
Tints, the Examiner has provided a reason for the modification of Osdcr by speculation, and not 
by teachings of the prior art. 

By not citing any suggestion or incentive in the prior ait for the modifications of Osder 
alleged by the Examiner to be obvious, the Examiner has failed to establish zprlma facie case of 
obviousness in relation to claims 4 and 12. 

r.lmms S and 13 

Appellant asserts that Osdcr docs not teach or suggest the following feature of claims 5 
and 1 3: "wherein the database includes a first voice prompt having a first level of formality and a 
second voice prompt having a second level of formality, wherein the first level of formality and 
the second level of formality arc different". 

The Examiner argues: "Per claim 5: ... Osdcr does not explicitly teach that the 
database includes a Hi st voice prompt having a first level of formality and a second voice 

09/870,223 
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prompt having a second level of formality, wherein Ihc first level of formality and the 
second level of formality are different. However, it would have been obvious for one having 
ordinary skill in the art of computer software development and configuration to include different 
level of formality of voice prompts as callers may have different preferences and purposes. The 
modification would be obvious because one having ordinary skill in the art would be motivated 
to provide callers various voice prompt options for different preferences." (emphasis added), 

In rcsponso, Appellant rspcctfuUy contends that the Examiner lias not supplied a legally 
persuasive argument as to why a person of ordinary skill in the art would modify Osdcr in 
relation to claims 3 and 1 1 . In particular, established case law requires that the prior art must 
contain some suggestion or incentive that would have motivated a person of ordinary skill in the 
art to modify a reference or to combine references, Sec Karstcn Mfg. Corp. V. Cleveland Gulf 
Co., 242 F.3d 1376, 58 (J.S.P.Q.2d 1286, 1293 (Fed. Cir. 2001 ("hi holding an invention obvious 
in view of a combination of references, there must be some suggestion, motivation, or teaching 
in the prior art that would have led a person of ordinary skill in the art to select the references 
and combine them in a way that would produce the claimed invention"). Sec also In re Gordon, 
733 F.2d 900, 902, 22 1 U.S.P.Q. 11 25, 11 27 (Fed. Cir. 1984 ('The mere fact that the prior art 
could be so modified would not have made the motivation obvious unless the prior art 
suggested the desirability of the modification."). The Examiner has not made any showing of 
where the prior art suggests the modifications of Osdcr alleged by the Examiner to be obvious. 
Thus, the Examiner has provided a reason for the modification of Osder by speculation, and not 
by teachings of the prior art. 
09/870,223 
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Uy not citing any suggestion or incentive in the prior art for the modifications of Osder 
alleged by the Examiner to be obvious, the Examiner has failed to establish a prima facie case of 
obviousness in relation to claims 5 and 13. 

C laims 6 and 1 4 

Appellant asserts that Osder does not teach or suggest the following feature of claims 6 
and 1 4: "wherein the database includes a voice prompt that includes music". 

The Examiner argues: "Per claim 6: ... Osder docs not explicitly teach that the 
database includes a voice prompt that includes music. However, it would have been obvious 
for one having ordinary skill in the art of computer software development and configuration to 
include music voice prompts as callers may have different preferences and purposes. The 
modi rication would be obvious because one having ordinary skill in the art would be motivated 
to provide callers various voice prompt options tor different preferences." (emphasis added). 

In response, Appellant rspeclfully contends that the Examiner has not supplied a legally 
persuasive argument as to why a person of ordinary skill in the art would modify Osder in 
relation to claims 3 and 1 1 . In particular, established case law requires that the prior art must 
contain some suggestion or incentive that would have motivated a person of ordinary skill in the 
art to modify a reference or to combine references. Sec Karsten Mfg. Corp. V. Cleveland Gulf 
Co.,242F.3dl376,58U.S.P.Q.2d 1286, 1293 (Fed. Cir. 2001 ("In holding an invention obvious 
in view of a combination of references, there must be some suggestion, motivation, or teaching 
in the prior art that would have led a person of ordinary skill in the art to select the references 

09/870,223 
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and combine them in a way that would produce the claimed invention"). See also In rc Gordon, 
733 V.2A 900, 902, 221 U.S.P.Q. 1 1 25, 1127 (l'ed. Cir. 1 984 ("The mere fact that the prior art 
could be so modi lied would not have made the motivation obvious unless the prior art 
suggested the desirability of the modification."). The Examiner has not made any showing of 
where the prior art suggests the modifications of Osder alleged by the Examiner to be obvious. 
Thus, the Examiner has provided a reason for the modification of Osder by speculation, and not 

by teachings of the prior art. 

ny not citing any suggestion or incentive in the prior art for the modifications of Osder 
ullegcd by the Examiner to be obvious, the Examiner has failed to establish Siprima facie case of 
obviousness in relation to claims 6 and 14. 

Claims 7 and 15 

Appellant asserts that Osder docs not teach or suggest the following feature of claims 7 
and 15: "wheroinlhe database includes a voice prompt that includes an audio tone". 

The Examiner argues: "Per claim 7: ... Osder does not explicitly teach that the 
database includes a voice prompt that includes an audio tone. However, it would have been 
obvious for one having ordinary skill in the art of computer software development and 
configuration to include audio tone of voice prompts as callers may have different preferences 
and purposes. The modification would be obvious because one having ordinary skill in the art 
would he motivated to provide callers various voice prompt options for different preferences." 
(emphasis added). 
09/870,223 
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In response, Appellant rspcetfirily contends that the Examiner has not supplied a legally 
persuasive argument as to why a person of ordinary skill in the art would modify Osdcr in 
relation to claims 3 and 1 1 . In particular, established case law requires that the prior art must 
contain some suggestion or incentive that would have motivated a person of ordinary skill in the 
art to modify a reference or to combine references. Sec Karsten Mfg. Corp. V. Cleveland Gulf 
Co., 242 F.3d 1376, 58 U.S.P.Q.2d 1286, 1293 (Fed. Cir. 2001 («'In holding an invention obvious 
in view of a combination of references, there must be some suggestion, motivation, or teaching 
in the prior art that would have led a person of ordinary skill in Hie art to select the references 
and combine them in a way that would produce the claimed invention"). Sec also In re Gordon, 
733 F.2d 900, 902, 221 U.S.P-Q- 1 125, 1 127 (Fed. Cir. 1984 ("The mere facL that the prior art 
could be so modified would not have made the motivation obvious unless the prior art 
suggested Hie desirability of the modification."). The Examiner has not made any showing of 
where the prior art suggests the modifications of Osder alleged by the Examiner to be obvious. 
Thus, the Examiner has provided a reason for the modification of Osder by speculation, and not 

by teachings of the prior art- 

By not citing any suggestion or incentive in the prior art for the modifications of Osder 
alleged by the Examiner to be obvious, the Examiner has failed to establish zprima facie case of 
obviousness in relation to claims 7 and 15. 



Claims S and 1 6 

Appellant asserts that Osdcr docs not teach or suggest the following feature of claims 8 
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mid 16: "wherein the chlaba.se includes a first voice prompt and a second voice prompt spoken by 
the same speaker, wherein the first voice prompt and the second voice prompt convey the same 
meaning, and wherein the first voice prompt and the second voice prompt differ in wording". 

The Examiner argues: "Per claim 8: ... Osdcr docs not explicitly teach that the 
database includes a first voice prompt and a second voice prompt spoken by the same 
speaker, wherein the first voice prompt and the second voice prompt convey the same 
meaning, and wherein the first voice prompt and the second voice prompt differ in 
wording. However, it would have been obvious for one having ordinary skill in the art of 
computer software development and configuration to include various voice prompts such as 
including a dialect as callers may have different preferences and purposes. 'Ihe modification 
would be obvious because one having ordinary skill in the art would be motivated to provide 
callers various voice prompt options for different preferences." (emphasis added). 

In response, Appellant rspcelfully contends that the Examiner has not supplied a legally 
persuasive argument as to why a person of ordinary skill in the art would modify Osdcr in 
relation to claims 3 and 1 1 . In particular, established case law requires that the prior art must 
contain some suggestion or incentive that would have motivated a person of ordinary skill in the 
art to modify a reference or to combine references. See Karstcn Mfg. Corp. V. Cleveland Gulf 
Co., 242 F.3d 1 376, 58 U.S.P.Q.2d 1286, 1293 (Fed. Cir. 2001 ("hi holding an invention obvious 
in view of a combination of references, there must be some suggestion, motivation, or teaching 
in the prior art that would have led a person of ordinary skill in the art to select the references 
and combine them in a way that would produce the claimed invention"). Sec also In re Gordon, 
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733 F.2d900,902,221 U.S.P.Q. 1125, 1127 (Fed. Cir. 1 984 ("The mere fact that the prior art 
could he so modified would not have made the motivation obvious unless the prior art 
suited the desirability of the modification."). The Examiner has not made any showing of 
where the prior art suggests the modifications of Osdcr alleged by the Examiner to be obvious. 
Thus, the Examiner has provided a reason for the modification of Osder by speculation, and not 

by teachings of the prior art. 

By not citing any suggestion or incentive in the prior art for the modifications of Osdcr 
alleged by the Examiner to be obvious, the Examiner has failed to establish a prima facie case of 
obviousness in relation to claims 8 and 16. 



09/870,223 

19 



PAGE 21/28 ' RCVDAT 9/2112005 10:30:38 AM [Eastern DayDgflt Tone] * SVR:USPTO€FXRF-6/25 s DNiS:2738300 * CSID: ■ DURATION (mm-ss):06-18 



SEP-21-05 WED 10:00 AM 



FAX NO. 



P. 



SUMMAR Y 

In summary, Appellant respectfully requests reversal of the March 25, 2005 Office Action 

rejection of claims 1-16. 

Respectfully submitted, 



Dated: 



SchmeiscL\ Olscn & Walls 
3 t^rJctLdnc-Snitc 201 
Latham, New York 121 10 
(518)220-1850 



Jz$kl\ Friedman 
Attorney For Appellant 
Registration No. 44,688 
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DOCKET NO. RSW920010033US1 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE CHIT^Sc!^ 

Applicant: Dorccn T, GaUi Examiner: Rang, Insuii S EP 2 1 2005 

Serial No.: 09/870,223 Art Unit: 2 1 93 



Fil<xl: 05/30/2001 

For: METHOD AND APPARATUS FOR TAILORING VOICE PROMPTS OF AN 
INTERACTIVE VOICE RESPONSE SYSTEM 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 223 13-1450 

APPENDIX A - CLAIMS ON APPEAL 



1 . An interactive voice response system, comprising: 

an application program that provides call flow instructions, wherein a call flow 
instruction that invokes a voice prompt provides a variable that can be read from outside 
compiled code of the application program; 

a programmable processor that executes the call flow instructions orthc application 

program; 

a database that contains a plurality of pre-recorded voice prompts; and 
an assignment table that assigns a value to the variable to provide an entry point to the 
database. 

2. The interactive voice response system of claim 1. wherein the database includes a first voice 
09/870,223 21 



PAGE 23128 ' RCVD AT 9/2112005 10:30:38 AM [Eastern Daylight Time] * SVfcUSPTO-EFXRF-6/25 ' DNK>:2738300 * CSID: * DURATION (mnKS):06-1 8 



SEP-21-05 WED 10:00 AM FAX NO. P. 

prompt in a firsl language and a second voice prompt in a second language, wherein the first 
language and the second language arc different. 

3. 1 he Interactive voice response system of claim 1 , wherein the database includes a first voice 
prompt spoken by a first speaker and a second voice prompt spoken by a second speaker, wherein 
the first speaker and the second speaker are different. 

4. The interactive voice response system of claim 1, wherein the database includes a first voice 
prompt spoken by a male speaker and a second voice prompt spoken by a female speaker. 

5. The interactive voice response system of claim 1 , wherein the database includes a first voice 
prompt having a first level of formality and a second voice prompt having a second level of 
formnlity. wherein the first level of formality and the second level of formality are different. 

6. The interactive voice response system of claim 1, wherein the database includes a voice 
prompt lhat includes music. 

7. The interactive voice response system of claim 1, wherein the database includes a voice 
prompt that includes an audio tone. 

8. The interactive voice response system of claim 1 , wherein the database includes a first voice 
prompt and a second voice prompt spoken by the same speaker, wherein the first voice prompt 
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and the second voice prompt convey the same meaning, and wherein the first voice prompt and 
the second voice prompt differ in wording. 

9. A method for selecting a voice prompt of an interactive voice response system that operates 
according to the compiled code of an application program that provides call How instructions for 
the interactive voice response system, the method comprising the steps of: 

providing a variable associated with the voice prompt by the application program; 

assigning a value to the variable by accessing an assignment table that is held outside the 
compiled code of the application program; and 

reading a dalabase record that includes a digitally encoded voice prompt, wherein the 
database record is identified by the value assigned to the variable. 

1 0. The method of claim 0, wherein the database includes a first voice prompt in a first language 
mid a second voice prompt in a second language, wherein the first language and the second 
language arc different. 

1 1 . The method of claim 9, wherein the database includes a first voice prompt spoken by a first 
speaker and a second voice prompt spoken by a second speaker, wherein the first speaker and the 
second speaker arc different. 

1 2. The method of claim 9, wherein the database includes a first voice prompt spoken by a male 
speaker and a second voice prompt spoken by a female speaker. 

09/870,223 23 
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13. The method of claim 9, wherein the database includes a first voice prompt having a first 
level of formality and a second voice prompt having a second level of formality, wherein the fust 
level of formality and the second level of formality arc different. 

14. The method of claim 9, wherein the database includes a voice prompt that includes music. 

1 5. The method of claim 9, wherein the database includes a voice prompt that includes an audio 
tone. 

16. The method of claim 9, wherein the database includes a first voice prompt and a second 
voice prompt spoken by the same speaker, wherein the first voice prompt and the second voice 
prompt convey the same meaning, and wherein the first voice prompt and the second voice 
prompt differ in wording. 
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